C. Remarks 

The claims are 1-39, 56-60 and 63-85, with claims 1, 27, 65-67 and 82 
being independent. New claims 67-85 have been added, which are based on the pending 
claims and the disclosure in the specification. No new matter has been added. 
Reconsideration of the present claims is expressly requested. 

Applicants respectfully request that the Examiner consider the documents 
submitted with the Information Disclosure Statement filed on May 21, 2003 (copy 
enclosed). While this Information Disclosure Statement was accompanied by the required 
fee of $180.00 under 37 C.F.R. § 1.97(d)(2), the statement under 37 C.F.R. § 1.97(e) was 
inadvertently omitted. Applicants hereby state that at the time the May 21, 2003 IDS was 
filed, each document submitted therewith was first cited in any communication from a 
foreign Patent Office in a counterpart foreign application not more than three months prior 
to the filing date of the IDS. 

Claims 2-26, 28-39, 56-60 and 63-65 stand provisionally rejected under the 
judicially created doctrine of obviousness-type double patenting over claims 1-49 of U.S. 
Patent Application No. 09/794,836 (Kato). 

Applicants will submit a Terminal Disclaimer in order to overcome this 
rejection as soon as it is signed. 

Claim 28-35 and 37-39 stand rejected under 35 U.S.C. § 103(a) as being 
allegedly unpatentable over U.S. Patent No. 5,813,799 (Calcote) in combination with U.S. 
Patent No. 5,308,507 (Robson). The grounds of rejection are respectfully traversed. 
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Prior to addressing the merits of rejection, Applicants would like to briefly 
review some of the key features and advantages of the presently claimed invention. The 
present invention, in part, is related to an apparatus for decomposing polluted soil. The 
pollutants are extracted from soil using a gas-emitting means, which heats the soil, causing 
a pollutant-containing gas to be released therefrom. Using a mixing means, this pollutant- 
containing gas is then mixed with a chlorine-containing gas, which is obtained by a 
chlorine-containing gas generating means. The gaseous mixture is irradiated with light by 
a light-irradiating means. The light irradiation of the mixed gas results in an efficient 
decomposition of pollutants, which were initially contaminating soil. Thus, the present 
invention simultaneously solves two problems: decontaminating soil and decomposing 
pollutants. 

Calcote is directed to removing pollutants from groundwater and soil by 
using heat. As acknowledged by the Examiner, this reference does not disclose or suggest 
the apparatus which can be used to decompose the released pollutants. The Examiner, 
however, alleged that Robson teaches such an apparatus and that this apparatus is as 
presently claimed. Applicants respectfully disagree. 

To properly fully appreciate the differences between the apparatus in the 
rejected claims and the apparatus in Robson, it is important to understand the underlying 
principals behind the decomposition processes. Robson is directed to a decomposition by 
an entirely different mechanism than the presently claimed invention and uses a 
substantially different apparatus from the one which is presently claimed by Applicants. 
Robson teaches decomposition of an organic compound, such as trichloroethylene, by an 
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oxidizing solution containing oxidants, such as ozone produced by an electrolysis of a salt 
solution, with the optional use of UV light. To the contrary, the decomposition in the 
present invention is conducted by chlorine free radicals, which are formed when the 
mixture is irradiated with light. 

It is clear that the decomposition in Robson is carried out in a liquid and not 
in a gaseous phase (see col. 3, lines 18-21 and 50-52). 1 In fact, both the contaminants and 
the oxidants are in an aqueous solution. 

An element of the apparatus in Robson alleged by the Examiner to be a 
means for producing a chlorine-containing gas is an electrolytic cell, which produces a 
solution containing oxidants (liquid). Applicants respectfully submit that such an 
electrolytic cell is incapable of producing a chlorine-containing gas 2 and thus cannot be a 
chlorine-gas generating means. Further, since Robson is directed to a liquid-phase 
decomposition, it cannot disclose or suggest the mixing means as presently claimed. 

Thus, in sum, Robson clearly does not disclose or suggest at least: 

(i) a gas-emitting means; 

(ii) a chlorine-containing gas generating means; and 

(iii) a mixing means. 



-The Examiner will note that the electrolytic cell generating oxidants in a salt solution is 
by definition not a means for generating a gas containing chlorine. Neither the anode 
stream nor the cathode stream generated by this cell can be considered a gaseous mixture. 

-'As mentioned above, the electrolytic cell produces only a liquid. It cannot produce a gas, 
especially not by aeration. 
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Accordingly, it is clear that Robson cannot be combined with Calcote to 
render the presently claimed invention unpatentable. 3 

Wherefore, Applicants respectfully request that all outstanding rejections be 
withdrawn and that the present case be passed to issue. 

This Amendment After Final Rejection should be entered, because it places 
the case in allowable form. Alternatively, it places the case in better form for possible 
appeal. 

Applicants' undersigned attorney may be reached in our New York office by 
telephone at (212) 218-2100. All correspondence should continue to be directed to our 
address given below. 

Respectfully submitted, 

/^^(Sfney for Applicants 
^Registration No. 

FITZPATRICK, CELLA, HARPER & SCINTO 
30 Rockefeller Plaza 
New York, New York 10112-3801 
Facsimile: (212)218-2200 

NY_MAIN 372558V1 




-Applicants respectfully submit that the new claims are patentable over the cited 
references at least for the reasons discussed above. 
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Sir: 



In compliance with the duty of disclosure under 37 C.F.R. § 1 .56 and in 
accordance with the practice under 37 C.F.R. §§ 1 .97 and 1 .98, the Examiner's attention is 
directed to the documents listed on the enclosed Form PTO-1449. Copies of the listed 
documents are also enclosed. 

This Information Disclosure Statement is to submit documents cited in the 
European Search Report in a corresponding European application. A copy of the Search 
Report is also enclosed. 

The concise explanation of relevance for the non-English document may be 
found, inter alia, in the enclosed European Search Report. 




CONCLUSION 

It is respectfully requested that the above information be considered by the 
Examiner and that a copy of the enclosed Form PTO-1449 be returned indicating that such 
information has been considered. 

We also enclose a check for the required fee of $180.00 to cover the 
Information Disclosure Statement under 37 C.F.R. § 1.97(d)(2). 

Applicants' undersigned attorney may be reached in our New York office by 
telephone at (212) 218-2100. All correspondence should continue to be directed to our 
address given below. 
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